TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |l aw journal and
(2) is not binding precedent of the Board.
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DECI SI ON ON APPEAL UNDER 35 U.S. C. § 134

This is an appeal under 35 U.S.C. § 134 from an
examner’s rejections of Clains 1-5, 13, 23-24, and 26-31, al
clainms pending in this application.

| nt r oducti on

Clainms 1-5, 13, 23-24, and 26-31 stand rejected under
35 U.S.C. 8§ 103 as being unpatentable in view of the
di scl osure of “Christie. Abstract No. 0062363 210- 05970 of
Dialog File
No. 44. ‘Control of Fouling Oganisns,” [Presented at: Marine

Foul i ng Sem nar, London (UK)]. April 23, 1979".2 dainms 1-5,

2 It is not clear fromthe record whether the exam ner
is relying on Christie’s Abstract for the subject matter its
describes in a printed publication under 35 U.S.C. § 102(a) or
102(b) or for subject matter which was known by others in this
country as a result of its presentation at a London (UK)
conference. |[|f the exam ner
is relying on the printed publication, its publication date
has not been established. The subject natter described in the
abstract was nerely presented at a conference in London (UK)
on April 23, 1979. The conference date is the only date the
exam ner associates with the reference (Exam ner’s Answer
(Ans.), p. 3). On the other hand, if the examner is relying
on the prior know edge “by others in this country” of the
subject matter presented by Christie at the London (UK)
conference on April 23, 1979, under section 102(a), the
exam ner has not established that the subject matter was known
“in this country” prior to June 14, 1985. Wile the cited
abstract refers
to a four page article entitled “Control of Fouling

(continued. . .)
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13, 23-24, and 26-31 stand rejected under 35 U.S.C. § 103 as
bei ng unpatentable in view of the conbined teachi ngs of either
Christensen et al. (Christensen), U S. 4,055,467, patented

Cct ober 25, 1977, or Hatcher et al. (Hatcher), U S. 3,773,623,

pat ent ed Novenber 20, 1973, and Trevan, I mmobilized Enzynes,

John Wley & Sons, New York, pp. 66-70 (1980). dains 1 and
27 are representative of the subject matter claimed and read:

1. A nethod for preventing fouling of an aquatic
apparatus by an aquatic organi smw thout contam nation of
the environnent, which conprises:

applying a conposition containing an inert matrix
havi ng an enzyne chenmically bonded thereto, to a surface
of said apparatus, wherein said chem cally bonded enzyne
i s capabl e of hindering attachnent of said organismto
said surface while applied to said surface; and

contacting at |east part of said surface with an
aquati c environment which contains an aquati c organi sm
capabl e of fouling said aquatic apparatus and i s one
aquatic environment selected fromthe group consisting
of natural fresh-water environnents, estuary aquatic
envi ronnents, sea waters, cooling tower systens, fresh

wat er
pi pi ng systens, salt water piping systens, ponds, | akes,
har bors, dredged channels, and desalination systens,

t her eby

2(...continued)
Organi sns, ”

whi ch was published in 1979 in a book entitled Conference Book
of International Paint Mrine Coatings, (London, 1979) (of
record), the exam ner has continually rejected appellants’
claims over the abstract only. However, for purposes of this
appeal, we shall presunme that the abstract is prior art under
section 102(b) and consider its teaching in light of the four
page, 1979 publication it purports to summari ze.

- 3 -
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hi nderi ng attachnent of said organismto said surface by
interfering with said organi sns nmechani sns for attachnent
to subnerged surfaces.

27. A nmethod for preventing fouling of an aquatic
apparatus by an aquatic organi sm w t hout contam nation of
t he environnent, which conpri ses:
coating a surface of said apparatus with a
conposi tion
containing an inert matrix and a biologically active

enzyne

chem cally bonded to said inert matri x, wherein said
enzymne

i s capabl e of hindering attachnent of said organismto
said

surface while coated on said surface, wherein said
appar at us

I's one nenber selected fromthe group consisting of ship

hull's, pilings, glass and other transparent observation

wi ndows, sonar dones, water-conducting pipes, cooling
towers, ponds, punps, and val ves.

D scussi on

1. Section 103 in view of Christie's teaching

Wth regard to the teaching in Christie’s Abstract, the
exam ner acknow edges (Exam ner’s Answer (Ans.), p. 4):
Wil e the reference suggests the use of an enzyne
systemin conbination wth paint marine coatings, the
reference is silent as to how the enzyne systemis
i ncorporated into the coating.
However, the exam ner maintains the rejection because (Ans.,

pp. 4-5, bridging para.):

. it 1s notoriously well known in the art to
i mobi lize enzynes on a solid surface so as to be in

- 4 -
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contact with a liquid (e.g. an enzyne reactor). As a

result, it would have been obvious to one of ordinary

skill in the art to determ ne the optimum manner in which

the enzyne of Christie is incorporated into the marine

coating while maintaining the required antifouling
function

di scussed by the reference of Christie. Wether the

enzyme is physically entrapped or chemically attached

woul d have been nerely an obvious matter in design choice
based on considerations such as the specific enzyne to be

i mobi lized, the material of the surface to be coated,

the material of the coating and/or the environnent in

whi ch the surface is to be exposed.

It is apparent to this panel that the exam ner’s
rejection is based on inperm ssible hindsight. W find no
indication in the references cited by the exam ner that the
manner in which the enzynme of an enzymatic antifouling marine
coating is incorporated in the coating is a result effective
vari able. Mreover, we find no prior art teaching that
“Iw hether the enzyne is physically entrapped or chemcally
attached woul d have been nerely an obvious matter in design
choi ce based on considerations such as the specific enzyne to
be i mobilized, the material of the surface to be coated, the
mat eri al of the coating and/or the environnent in which the
surface is to be exposed.” Furthernore, we find no reasonable
suggestion in the cited prior art which would have | ed persons
having ordinary skill in the art to chemcally bond an enzyne

in an enzymatic antifouling marine coating to the inert matrix
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of the coating. Finally, Christie states on page 3 of the
full text of his article (of record and attached hereto):
Enzyne systens which are capabl e of attacking the
pr ot ei naceous adhesi ves produced by fouling organi sns
have been suggested but are unlikely to be devel oped due

to cost and to practicability under service conditions.

2. Section 103 in view of Christensen or Hatcher and Trevan

Chri stensen and Hat cher describe processes for preventing
fouling of marine surfaces which conprise adding an enzyne
to industrial waters (Christensen, col. 1, |. 30-43; Hatcher,
col. 1, |I. 64, tocol. 2, I. 9). According to the exam ner
(Ans., p. 6), “[t]he instant clains differ by reciting that
the enzyne is immobilized to the surface of the structure

exposed to the environnent

p. 6),

“Trevan discloses that it is conventional in the art to

The exam ner adds (Ans.,

I mobi lize enzynmes so as to render them nore stable and al | ow

themto be easily recovered and/or re-used (See page 66).”

In view of the conbi ned teaching, the exam ner concl udes

(Ans., pp. 6-7, bridging para.):

[I]t woul d have been obvious to one of ordinary skill in
the art to imobilize the enzynmes of Christensen . . . or
Hatcher . . . on the surfaces of the process equi pnent as

suggested by Trevan for the known and expected advant ages
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of preventing |oss of the enzyne (allowing its reuse) and
i ncreased stability of the enzyne.

Thereafter, the exam ner repeats the argunents nade in support
of the rejection in view of Christie’s teaching.

Frankly, since neither Christensen or Hatcher appear to
have had any interest in imobilizing the enzymes which they
added to industrial waters to prevent biological slinmes from
depositing on the marine surfaces, we find no reasonabl e basis
in the conbined prior art teachings to (1) inmobilize the
enzymes on the marine surfaces to prevent their |oss or
i nprove their stability, or (2) chemcally bond the active
enzynes to an inert matrix of any marine coating applied to

marine surfaces. As said in Ex parte Tanksley, 37 USPQRd

1382, 1386 (Bd. Pat. App. & Int. 1994):

Wth respect to the rejections under 35 U S.C. §

103,
we find that the cited prior art provides no suggestion
whi ch woul d have | ed a person having ordinary skill from
“here to there” . . . . The mere fact . . . that the

prior art could be so nodified would not have nade the
nodi fication obvious unless the prior art suggests the
desirability of the nodification. 1In re Gordon, 733 F.2d
900, 221 USPQ 1125 (Fed. Cir. 1984)

Concl usi on

W reverse the examiner’s rejection of Clains 1-5, 13,
23-24, and 26-31 under 35 U. S.C. 8§ 103 as being unpatentable
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in view of Christie.

W reverse the examiner’s rejection of Clains 1-5, 13,

23-24, and 26-31 under

35 U.S.C. 8§ 103 as being unpatentable

in view of the conbined teachings of Christensen or Hatcher,

and Trevan.

PATENT

tdc

REVERSED

WIlliamF. Smth
Adm ni strative Patent Judge

Teddy S. Gron

Adm ni strative Patent Judge

Hubert C. Lorin
Adm ni strative Patent Judge
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